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FRANKLIN, Administrative Patent Judge. 



ORDER REMANDING TO THE EXAMINER 



A review of the record presently before us leads us to conclude that 
this case is not in condition for a decision on appeal at this time. 
Accordingly, we remand this application to the Examiner, via the Office of 
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Director of the involved technology center, to consider the following issues 
and to take action not inconsistent with the views expressed herein. 

A. Status of Claim 8 

On page 2 of the Reply Brief, Appellants, for the first time, request 
clarification of the status of claim 8, and an opportunity to address any 
forwarded rejection of claim 8 prior to submission to the Board. 

Upon review of the prosecution history of this case, it is true that the 
Examiner has omitted including claim 8 in the statement of any rejection in 
the Answer. The Examiner also does not specifically discuss claim 8 in the 
body of any rejection. 

Yet, for example, claims 1-20 are indicated as being rejected by the 
Examiner on form PTOL-326 (in the Office Action mailed February 24, 
2006). Appellants also describe, on page 2 of the corrected Appeal Brief 
filed on March 26, 2008, in the "Status of the Claims" section, that claims 1- 
20 are rejected and on appeal. In spite of this, it does appear that an 
apparent oversight has occurred in the Examiner's Answer regarding the 
treatment of claim 8 because claim 8 has not been listed in the statement of 
any rejection or discussed in the body of any rejection, supra. 

We refer to an excerpt from MPEP § 1207.05 (below), wherein the 
MPEP instructs Examiners when to use their discretion in issuing a 
Supplemental Examiner's Answer: 
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I. SUPPLEMENTAL EXAMINER'S ANSWER RESPONDING TO A 
REPLY BRIEF 

In response to a reply brief filed in compliance with 37 CFR 41.41, the 
primary examiner may: (A) withdraw the final rejection and reopen 
prosecution (see MPEP § 1207.04); or (B) provide a supplemental 
examiner's answer responding to any new issue raised in the 
reply brief. The examiner cannot issue a supplemental examiner's answer if 
the reply brief raised no new issue. See MPEP § 1208 for more information 
on reply brief and examiner's response to reply brief. If the reply brief does 
raise new issues, providing a supplemental examiner 's answer will avoid the 
need for the Board to remand the application or proceeding to the examiner 
to treat the new issues. Appellant does not have the option to request that 
prosecution be reopened in response to a supplemental examiner's answer 
responding to a reply brief unless appellant files a request for continued 
examination under 37 CFR 1 .1 14 or a continuing application. 

MPEP § 1207.05 Rev. 3, August 2005, p. 1200-41 (emphasis added). 

In view of the above excerpt from MPEP § 1207.05, it appears that 
the instant case is similar in that Appellants have raised a new issue in their 
Reply Brief, warranting further action on the part of the Examiner. What is 
different in the instant case from the above excerpt is that the action to be 
taken by the Examiner is pursuant a remand by the Board, rather than in 
response to a Reply Brief. 
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As such, any supplemental examiner's answer written in response to a 
remand by the Board 1 for further consideration of a rejection pursuant to 
37 C.F.R. § 41.50(a)(1) may set forth a new ground of rejection. See also 
MPEP §§1207.03 and 1211.01. 

B. Conclusion 

In view of the above, the instant application is remanded to the 
Examiner to treat the new issue regarding claim 8. 



1 If a supplemental examiner's answer is written in response to a 
remand by the Board for further consideration of a rejection pursuant to 
37 C.F.R.§ 41.50(a)(1) (even when there is no new ground of rejection made 
in the supplemental examiner's answer), the appellants must exercise one of 
the following two options to avoid sua sponte dismissal of the appeal as to 
the claims subject to the rejection for which the Board has remanded the 
proceeding: 

(A) Reopen prosecution. Request that prosecution be reopened 
before the examiner by filing a reply under 37 CFR § 1.111 with or without 
amendment or submission of affidavits (37 CFR § 1.130, § 1.131 or § 1.132) 
or other evidence. Any amendment or submission of affidavits or other 
evidence must be relevant to the issues set forth in the remand or raised in 
the supplemental examiner's answer. A request that complies with 37 CFR 

§ 41.50(a)(2)(i) will be entered and the application or the patent under ex 
parte reexamination will be reconsidered by the examiner under the 
provisions of 37 CFR § 1.1 12. Any request that prosecution be reopened 
under 37 CFR § 41.50(a)(2)(i)will be treated as a request to withdraw the 
appeal. 

(B) Maintain appeal. Request that the appeal be maintained by filing 
a reply brief as provided in 37 CFR § 41.41. If such a reply brief is 
accompanied by any amendment, affidavit or other evidence, it shall be 
treated as a request that prosecution be reopened before the examiner under 
37CFR§41.50(a)(2)(i). See MPEP § 1211.01. 
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This Remand to the Examiner pursuant to 37 C.F.R. § 41.50(a)(1) is 
made for further consideration of a rejection. Accordingly, 37 C.F.R. 
§ 41.50(a)(2) applies when a Supplemental Examiner's Answer is written in 
response to this Remand by the Board. 

REMANDED 
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